United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/790,046 



03/02/2004 



2292 7590 01/26/2009 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



MARANDI, JAMES R 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
01/26/2009 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 

following e-mail address(es): 

mailroom@bskb.com 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/790,046 


Applicant(s) 

CHOI, Ml AE 


Examiner 

JAMES R. MARANDI 


Art Unit 
2421 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 14 May 2008 . 
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DETAILED ACTION 
Response to Amendment 

1) This action is in response to amendment filed on 5/14/2008. Claims 17-34 have 
been newly added. These claims were entered after consideration of 
applicant's letter of 10/1/2008. Claims 1-16 have been cancelled. 

Response to Arguments 

2) Applicant's arguments filed 5/14/2008 have been fully considered but they are 
not persuasive. 

Examiner asserts that Applicant's Admitted Prior Art (AAPA), as reflected in 
instant application's [2] - [31], provides a concise view of the state of the art 
at the time of invention. Furthermore, a copy of ATSC A/92 (previously 
provided) shows the structure of Data Service Tables (DSTs) and their relation 
to file systems (pages 26, 32-33).To further demonstrate the state of the art, at 
the time of invention. Examiner has provided a copy of a tutorial by Newell & 
Crinon, entitled "The ATSC Data Broadcasting Specification", presented as 
part of course material at Stanford University, Winter of 2000 quarter , Course 
CS-448a (hereinafter "Newell"). 
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> Applicant argues tliat "there is no advertising image patii in ttie DST of 
Hamilton. Ttie images (pertiaps advertisements) of Hamilton maybe 
stored locally, or may be streamed, or other wise provided. But, 
however they are provided, there is nothing to suggest that the images 
are provided via an embedded image path of any sort, let along an 
image path embedded in a DST. " (Page 1 3'^^ of tine Remarl<s, 2"^ 
Paragrapli) 

Examiner disagrees. 

Hamilton discloses that the signal to be displayed, in the event of a trigger 
such as changing of the channel (H [14]), comprises static images, dynamic 
applets, animation, and advertisements (IfH [16] - [19]). 

Hamilton further discloses that the advertisements may be streamed (H [15]). 
Since Hamilton discloses streams such as MPEG-2 (See Fig. 4, 1[ [32]), 
where user data 444 is extracted/ separated from Audio 474, and video 472 
(content the viewer has to wait for). 

The mechanics of this extraction was notoriously well known, within the art, at 
the time of invention, as reflected in AAPA (n[ [2] - [31]). Furthermore, ATSC 
(pages 32-33, table 15.6) shows the syntax for the Service Data Table Byte 
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(SDT) Structure (also shown in applicant's disclosure, Fig. 2, with addition of 
description to "service_private_data_byte"). The "service_private_data_byte" 
is reserved for recovering/indicating Network addresses such as Network 
Resource Tables (NRTs, including network addresses, URLs, etc., also 
shown In Fig. 12.1). As dennonstrated by Newell (pages 4 and 5, section on 
Service Description Frannework, and Fig. 3), the MPEG-2 transport streams 
are monitored for PIDs, from which SDT, NRT, and PMTs are extracted, 
tapped ,and matched in order to separate programs, broadcast data 
(advertisements or other applications) and interactive data (advertisements, 
games, other applications). This clearly indicates awareness of local and 
remote file systems/server for extraction, storage, and further processing. 

> Applicant further argues that "Hamilton does not disclose or suggest 
cancelling an act of displaying the advertisement after the all data 
sections of the specific application are downloaded, extracted and 
ready for execution " (Page 13'^^ of the Remarks, 2"^^ Paragraph) 

Examiner disagrees. See Hamilton H [14], where the signal (advertisement) Is 
terminated as soon as the new program (channel) is available. 



Application/Control Number: 10/790,046 
Art Unit: 2421 



Page 5 



Claim Rejections - 35 USC § 103 

3) The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

4) Claims 17-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
J.S. Hamilton. USPGPUB 2002/0087973 (hereinafter "Hamilton") in view of 
Newell et al., "The ATSC Data Broadcasting Specification", Stanford University 
course CS 448-a material for Winter 2000 (hereinafter "Newell"). 

Regarding claims 17, 23, and 29 Hamilton discloses a method of operating a 
data broadcasting system, a data broadcasting system, and a client device 
in a data broadcasting system, that executes a data broadcast under a 
client-server environment (a digital TV network using MPEG transport streams, 
as in Fig. 1 A, with client STB and Server transmitting/ receiving information), the 
method comprising the steps of: 



performing the following sequence of steps on the client device 
while the individual data sections are being downloaded and extracted 
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(Hamilton inserts a signal to entertain the viewer while extracting/ downloading 
the program the viewer is tuning to -channel was changed to- 1I[13]) ; 

extracting advertising-image related data (advertising is extracted from 
the local drive, or streamed through MPEG transport stream H [15].), the 
advertising-image related data is extracted from a local drive, transport stream, 
or internet. 

downloading an advertisement image from the local drive, transport 
stream, or internet; and displaying the downloaded advertisement image (^ 

[15]); 

cancelling the step of displaying the advertisement image after all 
data sections of the specific application are downloaded and extracted by 
the client device; 1[ [14], where the signal (advertisement) is terminated as soon 
as the new program (channel) is available ; and executing the specific 
application on the client device (the tuned program is displayed or the desired 
application executed). 

Hamilton is not explicit in providing "an advertisement image path" for 
extracting the advertisement, and does not detail: 

downloading at a client device a data service table (DST) relating to a 
specific application 
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extracting information relating to the specific application from the 
DST on the client device 

downloading at the client device individual data sections of the 
specific application based upon the extracted information 

extracting data from the downloaded individual data sections on the 
client device; 

However, Newell, in analogous art, discloses: 

downloading at a client device a data service table (DST) relating to a 
specific application (MPEG-2 transport is received at client device, e.g. STB. 
The SDT is extracted from PIDs of the transport stream); 

extracting information relating to the specific application from the 
DST on the client device (information from SDTs are extracted through Taps); 

downloading at the client device individual data sections of the 
specific application based upon the extracted information (client device 
matches taplds and applications to extract appropriate data corresponding to 
appropriate application); 

extracting data from the downloaded individual data sections on the 
client device; ( see pages 4-5, Service Description Framework section, and Fig. 
3. Furthermore, the NRT specifies network connections and are designated in 
SDT, see dashed lines in Fig. 3, and as such specify the logical address/ file 
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system path of the files/objects fro locating the files, such as advertising image, 
or gaming applications, etc.). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time of invention, to modify the system of Hamilton, with Newell's teachings in 
order to provide flexibility for locating files/applications anywhere in the network 
while providing access to various local and remote applications. 

Regarding claims 18, 24, and 30 downloading multiple advertisement 
images, and composing a composite advertisement image from the 
multiple advertisement images, in [16] , [18], and [19], Hamilton discloses 
creating, correlating, linking multiple ads together. 

Regarding claims 19, 25, and 31 displaying one of a still image and a moving 
image, Hamilton's advertisement/signal comprises static images, dynamic 
applets, animation, and etc. (1|1[ [16] - [19]) 

Regarding claims 20, 26, and 32 displaying the downloaded advertisement 
image over the video broadcast on a predetermined subset of the screen of 
the client device, displaying multiple inputs on a screen, e.g. PIP, is a 
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notoriously well known feature of video display devices. 

Regarding claims 21, 27, and 33 displaying the downloaded advertisement 
image on a full portion of the screen of the client device, Hamilton's 
advertisement/signal becomes the only input to the display device therefore it 
has full coverage of the screen. 

Regarding claims 22, 28, and 34 wherein the step of downloading at the 
client device a data service table (DST) is initiated by one of turning on 
power to the client device; and changing a channel at the client device, 
changing channels causes delay in acquiring programming data from a new 
channel, this is the same as turning the TV on, as the TV begins to tune to/ 
acquire the channel it was set on before turn-off. Therefore both these triggers 
are the same. 



Conclusion 

1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Contacts 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES R. MARANDI whose telephone number is 
(571)270-1843. The examiner can normally be reached on 8:00 AM- 5:00 PM M-F, 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on (571) 272-7353. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John W. Miller/ 

Supervisory Patent Examiner, Art Unit 2421 



/James R. Marandi/ 
Examiner, Art Unit 2421 



